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Who ate all 
the candy?
Barlow Robbins’ Laurie Heizler and Luke Maunder review 
the aggressive enforcement of trademarks in regards to the 
public outcry over Candy Crush Saga’s mark application

U
nless you avoid smartphones, 
you will have probably heard 
of Candy Crush Saga. If not, 
look around your commuter 
train and, statistically speaking, 

someone you can see will be playing the 
game. A success story of the smartphone 
gaming era, it has rocketed up the rankings 
and, despite being free to play, it was one of 
the top grossing apps of 2013. It employs the 
oft-criticised “freemium” model, relying on 
the fact that, when the going gets tough, the 
tough spend money to help get past the level 
or unlock new ones.

It is well known that the Candy Crush 
Saga game prominently features pieces of 
candy that the player tries to group into threes 
or, if seeking to be rewarded with a coveted 
striped, wrapped or bejewelled candy, fours or 
fives. Each level sets a defined objective, be it 
obtaining a certain number of points, getting 
specific fruits to the bottom or clearing jelly, all 
while avoiding the invading chocolate. Candy 

Crush Saga is said to be one of the most 
popular smartphone games in the world; a 
lofty title that might spark disagreement but 
there is no disputing its success.

Trademark protection
Candy Crush Saga has recently been in the news 
as King.com, owner of the game, has been 
seeking trademark protection for the brand. 
Recently, it secured registration of ‘CANDY’ 
as a Community trademark (011538147) in 
Classes 9 (computer games, etc); 25 (clothing, 
etc); and 41 (provision of training, etc), while 
an application for the ‘CANDY’ trademark 
remains pending in the US. 

This has sparked uproar among some 
games developers and a protest group called 
Candy Jam, a consortium of games makers, 
has arisen. Candy Jam’s stated aim is to fight 
“trademark trolling” and its existence has 
reopened discussions about the aggressive 
use of IP. The recent response from Candy 
Jam to threats of action for trademark 

infringement made by King.com raises 
interesting issues. 

King.com is also seeking trademark 
protection for the word ‘SAGA’, although it 
remains to be seen whether ‘SAGA’ is inherently 
capable of registration for a narrative-based 
game. In the context of a narrative medium, 
and you cannot doubt that a game is such, 
the word “saga”, meaning a long or heroic 
story, may well prove too descriptive to be 
acceptable as a trademark, but that is a matter 
for the relevant trademark office.

Outraged by the prospect of vigorous 
enforcement of the trademark in Europe, 
Candy Jam has advocated that its members 
make computer games that involve depictions 
of candies. Candy Jam also wants developers 
to consider using the word “candy” (and 
also, where appropriate, “scroll”, “memory”, 
“saga”, “apple” and “edge”) as a brand 
name. Examples include Candy Mandy Handy 
Saga and Crush the Candy King, to name two 
of the many games that have appeared. 
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of it in a variety of contexts and will be likely to 
take action. 

The breadth of the ‘CANDY’ trademark 
should also be borne in mind as it extends 
to clothing, headgear and the provision of 
education, among other things. Woe betide 
any organisation if it provides karaoke services 
or manufactures a t-shirt (or a bishop’s hat, 
curiously) with the word “candy” displayed. 
Both would ostensibly infringe the trademark 
and could result in action being taken. 

Infringement action
Trademark infringement action will start with 
a letter before claim (LBC) being sent to the 
alleged infringer. Lawyers with a wide practice 
in contentious IP law treat the drafting of the 
LBC as a routine event, since it is required in 
almost every case brought by a trademark 
owner. Such letters set out the grounds of 
the claim and put potential infringers of IP 
on notice that proceedings may ensue. They 
are sometimes referred to as cease-and-desist 
letters, in part thanks to that being a standard 
phrase in the US. 

There is the hope, often realised, that the 
LBC will promote fair and speedy settlement. 
Indeed, the Civil Procedure Rules have 
protocols to govern pre-action conduct and 
promote best practice. The aim is to keep 
as many matters as possible away from the 
courts by encouraging early disclosure, proper 
discussions and settlement. For this reason, 
drafting the LBC is not a simple or inexpensive 
task. 

A considerable amount of factual and 
legal material needs to be put in to show 
the strength of the claimant’s case. This is 
undoubtedly a good discipline and a letter 
devoid of such detail is often masking a 
weak case. If there is a strong case, it will be 

fully apparent and there would be no reason 
not to set it out in its entirety to promote a 
quick resolution. If only a weak case can be 
presented, more work may need to be done 
or the prospective claimant advised to take 
the matter no further without the risk of costs 
penalties. At the very least, one hopes that 
the issues are aired early in the contentious 
process, although that is not always the case 
as sometimes companies rely on large scale, 
non-specific LBCs to try and curb large scale 
infringement. By way of example, certain 
media companies have taken action in such a 
manner and, in one well-publicised case in the 
UK, one such company’s LBCs were judicially 
criticised in the High Court, as it considered the 
“pay up or else” approach to be unacceptable. 

The LBC is necessarily aggressive insofar 
as it recites remedies that the claimant may 
obtain if the case goes the claimant’s way if 
it reaches court. However, the circumstances 
in which it is sent, and to whom, are what 
give rise to questions over aggressive IP 
enforcement strategies and public tolerance of 
the use of IP as a weapon to curtail legitimate 
activity. In the UK, the fear of costs penalties 
and the possibility of defendant-initiated 
action for making unjustified threats, operates 
to some extent, to ensure the legitimacy of IP 
enforcement techniques. However, in the US, 
there is a further, unofficial, safeguard. An 
organisation there calling itself Chilling Effects, 
has created a clearinghouse of over-aggressive 
cease-and-desist letters from lawyers, as part 
of its mission to prevent the misuse of IP where 
it deters, or “chills”, legitimate activity. This 
name and shame approach is quite successful 
due to the adverse publicity that can occur, 
and is not a million miles away from Candy 
Jam’s actions. 

Certain trademark owners have a 

“The organisation states that ‘trademarking 
common words is ridiculous’ and its stated  

aim is a rare instance of deliberate and 
concerted encouragement of infringement  

of the trademarks of a third party,  
regardless of the consequences.”
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The organisation states that “trademarking 
common words is ridiculous” and its stated 
aim is a rare instance of deliberate and 
concerted encouragement of infringement of 
the trademarks of a third party, regardless of 
the consequences. King.com naturally argues 
that unlicensed use of the ‘CANDY’ trademark 
will cause confusion among the public and 
will damage the brand. The organisation 
also goes so far as to allege that King.com 
is itself infringing IP, by copying other games 
and it may be that a defamation claim might 
accompany any enforcement action that King.
com takes, presuming, of course, that the 
allegations are unjustified.

As King.com has managed to secure 
a registration for ‘CANDY’, it is perfectly 
at liberty to pursue infringers as it sees fit. 
Developers who make use of the same, or a 
similar, name for computer games are, on the 
face of it, infringing the ‘CANDY’ trademark. 
Any trademark owner will want to prevent 
dilution of its trademark through casual misuse 
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reputation for aggressive enforcement of 
trademarks and this is a topical issue in 
connection with the recent Winter Olympic 
Games in Sochi. Specific legislation has 
given additional protection to words and 
symbols that identify the Olympic Games. 
Olympic Committees in various countries 
will aggressively protect ‘SOCHI’ and ‘SOCHI 
2014’ from ambush marketers and businesses 
that wish to put some borrowed Olympic gloss 
on their products or services. Much the same 
will be true of the forthcoming 2014 FIFA 
World Cup in Brazil, with FIFA having a fierce 
reputation when it comes to the protection of 
its IP. 

Aggressive litigation
A trademark owner known for aggressive 
enforcement of its trademarks will be respected 
in its markets, but the danger of dilution 
comes particularly from the prevalent use of 
new media and there are real worries over 
loss of control of trademarks. The acquisition 
of YouTube by Google, a huge multinational 
corporation which has been known to use third 
party trademarks for advertising purposes, is 
yet a further worry to brand owners concerned 
as to the widespread misuse of trademarks on 
the internet.

In the real world, it is a financial 
impossibility to act on every single instance of 
infringement, and trademark owners would 
be well advised to put in place policies that 
help clarify whether or not they take action 
on infringement, at what level and the extent 
to which they pursue matters in relation to 
financial constraints. Organisations have, in 
the past, pursued a random approach, making 
examples of certain infringers, but this has 
often led to public outcry. We all remember 
the negative publicity that was levelled 
against the Recording Industry Association 
of America, when it took aggressive action 
against those who downloaded music illegally 
a few years ago.

Over-enforcement of trademarks, and 
other IP, has been recognised as an issue for 
some time. An overprotective attitude is by 
no means confined just to infringements on 
the internet. In a well-publicised case last 
year in Canada, the owner of a small bicycle 
shop called Café Roubaix, was informed by 
Specialized Bicycle Components (SBC) that 
he was infringing its ‘ROUBAIX’ trademark. 
Roubaix is a place in France well-known to 
cyclists and there is a widespread perception 
that no intellectual property rights attach to 
the name. As with ‘CANDY’, when it became 
apparent that ‘ROUBAIX’ was a registered 
trademark, the threat of infringement by 
SBC became the focus of a flurry of tweets 
complaining of overbearing lawyers acting 

for greedy companies trying to crush small 
businesses. The tweets grew in number and 
volume and the Facebook page of SBC was 
flooded with critical comment.

Comment 
As with Candy Crush Saga, the SBC case 
shows that there are ethical and reputational 
issues attached to the enforcement of 
arguably valid trademarks, especially against 
small parties where trademark knowledge or 
access to advice should not be presumed. It is 
a commonly encountered situation that small 
and impecunious parties settle on bad terms 
because they simply cannot afford to defend IP 
actions brought by well-resourced and funded 
companies, or to counterclaim for invalidity 
of trademarks that arguably should not have 
been registered in the first place.

Conversely, acting for the big trademark 
owner may raise questions for the lawyer 
as to the proper way of dealing with 
infringements by small entities. It may not 
always be appropriate, or even necessary, 
for the preservation of the strength of the 
trademark to write the LBC in a way that 
the only expected outcome is total victory. 
Perhaps a settlement could focus on the basis 

of cessation of the infringement, undertakings 
not to resume the infringement and payment 
in full of costs, damages or profits. 

Sometimes, the better way is to offer a 
licence at the outset at a reasonable price if the 
infringing activity can be tolerated for a while 
longer, albeit in a controlled way. Alternatively, 
the approach might be a simple request that 
the infringer ceases the infringement, but he 
acknowledges and accepts the rights of the 
trademark proprietor. Either approach may 
help the brand and its prestige more than an 
uncompromising and ultimately futile strategy 
to prevent dilution at all costs. A sensible 
trademark enforcement policy will determine a 
clear path between zealous over-enforcement, 
which causes reputational damage, especially 
in an age of social media, and the avoidance 
of dilution to such a serious degree that the 
brand becomes generic.

At the time of going to press, King.com 
withdrew its ‘CANDY’ trademark application 
in the US.
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